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DETAILED ACTION 
Status of Claims 

1 . Claims 1-20 are canceled. 
Claims 21-40 are new. 
Claims 21-40 are rejected. 

Response to Amendment 

2. The amendment filed on 1 5 June 2004 in response to the office action mailed on 1 1 
March 2004 has been fully considered, but is only partly persuasive. Therefore, the rejections 
from the previous office action are maintained and restated below, with changes as needed to 
address the amendments. 

3. The amendment filed 15 June 2004 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall 
introduce new matter into the disclosure of the invention. The three descriptions added at the 
end-ofpage-2^-of-the-original-disclosure-constto 

original disclosure. 



Applicant is required to cancel the new matter in the reply to this Office Action. 
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Admitted Prior Art 

4. Applicant has not traversed the Examiner's assertion of Official Notice with regard to 
the rejection of claim 23, 25-26, 29-30, 34, 36-37 and 38-40 in the previous office action, 
therefore the well-known facts presented in the rejection are taken to be admitted prior art. 
These facts are summarized as follows: 

a. Interleaving access among parallel groups of memory cells is well-known in the art as a 
way to hide latency and provide higher sustained bandwidth in a memory subsystem. 

b. A non-pipelined architecture is well known in the art as a low-complexity design, and a 
pipelined architecture comprising an instruction queue is well-known in the art as 
providing higher performance than a non-pipelined architecture. 

c. Logic for preventing simultaneous writing of the same location by more than one device 
is well-known in the art for avoiding potentially harmful contention in a system and to 
avoid writing erroneous data. 

d. Pre-decoding of instructions in a CPU is well known in the art in order to enablebetter" 
scheduling and prediction of program execution. 
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e. Transferring program and data segments from peripheral devices including hard drives to 
system memory using direct memory access (DMA), in order to allow the CPU to 
continue executing instructions in parallel with the transfer of the data. 

f Managing power consumption in a computer system by turning off unused components 
of the system. 

g. A Harvard Architecture in which instruction and data paths are separated to include 
separate memories for instructions and data from the main memory up through the 
memory hierarchy including buffers and caches. One advantage of the Harvard 
Architecture is that it allows instructions and data to be accessed simultaneously 

h. Configuring a plurality of CPU's with a shared memory system in order to improve 
processing performance while allowing sharing of data among processors. 

Claim Objections 

5. Claims 21-40 are objected to because of the following informalities: 

In claim 21, line 47the word" u instruction"~should"be precedM^itlrtte~artMe""an": 

In, claim 21, line 16, the word "address" should be preceded with the article "an". 
In claim 21, line 33, the article "a" following the word "when" should be deleted. 
In claim 21, line 35, the word "new" should be preceded with the article "a". 
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In claim 37, line 3, the word "instruction" should be precede with the article "an". 
In claim 37, line 5, the word "computer" should be precede with the article "a". 
In claim 37, line 7, the word "computer" should be precede with the article "the". 

Applicant is requested to correct these and all other grammatical errors of this nature 
found in the claims. 

Claim 28 is confusing and unclear. Applicant has provided remarks in the amendment 
received on 15 June 2004 where it appears that the intent of the claim is to recite that the pipeline 
memory storage may be located in the transition buffer or the main execution memory (Page 34). 
The claims will be interpreted according to this understanding, however, Applicant is requested 
to amend the claim to more clearly reflect the intention of the claim. 

Appropriate correction is required. 

All dependent claims are objected to as having the same deficiencies as the claims they 
depend from. 

Claim Rejections - 35 USC § 112 
6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

7. Claims 24-28 and 31-32 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Claim 24 recites logic in the CPU that allows recently used data to be stored in the 
transition buffer. Although support is found in the original specification for the storing of 
recently used data in the transition buffer (Page 22, lines 10-19, page 25, lines 1 1-20), a 
description of logic in the CPU that allows the aforementioned storing is not found in the original 
specification. 

The subject matter added by amendment to the specification in support of this claim 
(Amdt. rcvd. 15 June 2004, page 3) constitutes new matter and will not be considered. See 
objection to amendment above. 

Claims 25 and 26 contain similar deficiencies as claim 24. Claims 25 and 26 recite that 
the CPU includes a memory area that allows recently used data to be stored in the transition 
buffer. A description of a memory area in the CPU that allows the aforementioned storing is not 
found in the original specification. 
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Claim 27 recites logic in the CPU for implementing pipelined storage in main memory. 
Although support is found in the original specification for pipelined storage in main memory 
(Page 24, lines 10-1 1), a description of logic in the CPU for implementing the pipelined memory 
is not found in the original specification. 

The subject matter added by amendment to the specification in support of this claim 
(Amdt. rcvd. 15 June 2004, pages 3-4) constitutes new matter and will not be considered. See 
objection to amendment above. 

Claim 28 depends upon subject matter deemed as new matter as described in the rejection 
of claim 27 above. Therefore, claim 28 is rejected using the same rationale as for the rejection of 
claim 27 above. 

Claims 3 1 and 32 recite a storage area included in the CPU for storing data available to 
the CPU and related to the main execution memory. While the original specification is well 
enabling for a storage area, the original specification does not describe this storage area as being 
included in the CPU. 

The subject matter added by amendment to the specification in support of this claim 
(Amdt. rcvd. 15 June 2004, page 4) constitutes new matter and will not be considered. See 
"objecfion~to amendmenfabove; 

For the purposes of examination, the limitations not supported by the original 
specification as detailed above will be ignored. 



Application/Control Number: 10/047,234 
Art Unit: 2188 



Page 8 



All dependent claims are rejected under the same rationale as the claims they depend 

from. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claims 21-40 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The terms "low cost," "low power" and "high speed" in claims 21-40 are relative terms 
which render the claims indefinite. The terms are not defined by the claims, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. See MPEP § 2171, 
2173.05(b). 

For the purposes of examination, these terms will be ignored. 

Claim-33-is-Confusing-and,unclear.,Applicant has provided an explanation in the 

amendment received on 1 5 June 2004 as to the meaning of this claim (Page 35). Such 
explanation does not serve to make the claim as recited understandable. Applicant should amend 
the claim to reflect the intention as expressed in Applicant's remarks. 
Accordingly, prior art has not been applied to claim 33. 
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All dependent claims are rejected under the same rationale as the claims they depend 

from. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claims 21-26, 29-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mekhiel (US 6,587,920) in view of Goodnow (US 5,918,246) and Sen (Subhabrata Sen et al, 
"Proxy Prefix Caching for Multimedia Streams," IEEE, Mar. 1999). 

As in claim 21, Mekhiel discloses a system comprising: 

a central processing unit (CPU) (Fig. 1, element 15; column 7, lines 57-62), where it is 
readily apparent that the CPU fetches and executes instructions from a computer program; 

a main execution memory (Fig. 1 , elemenr30rcolumn"77lines~57-62)-comprising a 

plurality of banks (Column 6, lines 65-67; column 16, lines 11-15), where it is also apparent that 
the main memory stores the computer program; 
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a buffer comprising memory that stores starting locations of recently used data (Fig. 2; 
column 8, line 33 to column 9, line 8; Fig. 3, element labeled "BUFFER", column 9, lines 39- 
67), where it is again apparent that the data stored in the buffer comprises program and data 
segments; 

an address controller for generating an address for accessing the remainder of the 
program and data segments from the main memory (Fig. 1, element 30; Fig. 3, element labeled 
"MEMORY CONTROLLER"; Figs. 4-5, elements 20, 230 and 240; column 10, lines 1-64); 

a first address bus, a second data bus, and a third control bus for communicating address, 
data, and control information between the CPU, main memory, buffer and address controller 
(Fig. 1, elements 16 and 18-19; column 7, line 57 to column 8, line 6); 

wherein the CPU couples with the main memory for fetching data (Fig. 6, steps 300, 310, 
330, 340 and 350; column 11, lines 31-51); 

the CPU couples with the buffer for fetching starting memory locations of data (Fig. 6, 
steps 300, 390, 400 and 410; column 12, lines 4-17); 

the CPU further couples with the address controller and main memory while the starting 
memory locations are accessed, and allows enough time for the main memory to access and 
output data for the CPU to fetch (Fig. 6, steps 430 and 440; column 12, lines 4-12 and 18-29); 

where it~is readily apparenriiTth^bm^steps'to 
memory comprises instructions that are executed by the CPU in the sequence that they are 
fetched, that at the start of the program the data would not yet be located in the buffer, and that 
the instructions are executed until a new fetch is required. 
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Mekhiel does not teach that the starting memory locations stored in the buffer are 
characterized by branch or jump instructions such that when a jump or branch instruction is 
encountered the CPU retrieves the starting memory locations of program branch instructions 
from the buffer as required by claim 21 . 

Mekhiel also does not teach that the remaining instructions are fetched from the main 
memory until completion of the program or a new program branch as required by claim 21 . 

Goodnow teaches a system where starting memory locations of program branch 
instructions are stored in a buffer (i.e. cache) such that when a jump or branch instruction is 
encountered by the CPU, the instructions and data are retrieved from the buffer (Abstract; Figs. 
1-5; column 8, lines 35-64). Goodnow teaches that this avoids CPU stalls caused by program 
branching (Column 8, lines 55-58). 

Sen teaches a system for delivering large multimedia objects where an initial portion of 
the data is delivered from a cache for low latency access, while simultaneously requesting the 
remainder of the data from main storage, and finally delivering the remaining portion obtained 
from main storage (Page l~3T07Inti^uct^ 

Sen teaches that this arrangement allows conservation of cache storage space (Page 1310, 
Introduction, paragraph 1, lines 5-13). 



Application/Control Number: 10/047 3 234 Page 12 

Art Unit: 2188 

Regarding claim 21 , it would have been obvious to one of ordinary skill in the art at the 
time of invention by applicant to store starting memory locations of program branch instructions 
in a buffer such that when a jump or branch instruction is encountered by the CPU, the starting 
memory locations of program branch instructions are retrieved from the buffer as taught by 
Goodnow, in the system of Mekhiel, where the buffer in Goodnow corresponds to the buffer in 
the system of Mekhiel, in order to avoid CPU stalls caused by program branching as taught by 
Goodnow. 

Further regarding claim 21, the teachings of Sen would suggest to one of ordinary skill in 
the art that a stream of program data retrieved from a main memory could be treated in a similar 
way as the video data stream retrieved from server storage as in Sen, due to the similar nature of 
the problems, namely to deliver a large stream of data with low latency while conserving buffer 
space. Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to fetch the remaining instructions from main memory as suggested by the 
teachings of Sen, in the system made obvious by the combination of Mekhiel and Goodnow, in 
order to conserve space in the cache as taught by Sen. 

As in claim 22, Mekhiel discloses that the main memory is comprised of dynamic 

randonTacc^ 

explicitly state that the buffer is comprised of static random access memory (SRAM), Mekhiel 
does teach that similar buffers are comprised of SRAM due to their speed advantage over 
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DRAM (Column 2, lines 14-25), and therefore it would have been obvious to one skilled in the 
art to make the buffer using SRAM. 

Regarding claims 24-26, relying on the rationale for the rejection of claim 21, it is noted 
that the recently used data stored in the buffer of Mekhiel, as well as the data stored in the buffer 
of Goodnow comprises both instructions and data, and that Mekhiel stores recently used 
instructions and data in the buffer. Furthermore, Mekhiel also discloses a separate memory area 
for storing recently used data in conjunction with the buffer (Fig. 3, elements labeled "LI 
CACHE" and "L2 CACHE"). 

As in claims 31-32, relying on the rationale for the rejection of claim 21, the buffer of 
Mekhiel by definition is a storage area that stores data available to the CPU and related to the 
main memory, however the combination of Mekhiel and Goodnow as applied to claim 21 above 
does not teach that data can be selectively loaded and removed from the storage area based on 
the execution requirement of the program and conditions determined at compile time as required 
by claim 32. 

Goodnow further teaches that the buffer is dynamically loaded during program execution 
(i.e. data is stored and removed)~based on the program executionan"d"a"mappingdetermined-at — 
compile time (Column 3, lines 47-49; column 7, lines 7-42). Goodnow teaches that this enables 
maximum processing efficiency by approaching a 100% hit rate (Column 7, lines 39-42). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to selectively load and remove data from the buffer based on the 
execution requirement of the program and conditions determined at compile time as taught by 
Goodnow, in the system made obvious by the combination of Mekhiel and Goodnow as applied 
to claim 21 above, in order to enable maximum processing efficiency by approaching a 100% hit 
rate as taught by Goodnow. 

Claim 35 is rejected using the same rationale as for the rejection of claim 21, where it is 
noted that Goodnow clearly contemplates an interrupt as causing a branch or jump in a program 
execution flow (Column 2, line 44 to column 3, line 18). 

Regarding claim 37, it is noted that claim 37 differs from claim 21 in two aspects. First, 
claim 37 includes limitations directed toward writing data that were not present in claim 21 . 
Secondly, the combined instruction and data path of claim 21 is split into independent instruction 
and data paths according to the Harvard Architecture. 

As to the first aspect of claim 37, Mekhiel teaches that the CPU writes starting locations 
of data to the buffer while allowing time for accessing the main memory, and then the CPU 
writes the remaining data to the main memory (Fig. 6, steps 300, 390, 460, 480 and 490; column 
12, lines 36-59): — 

As to the second aspect of claim 37, see Examiner's Official Notice below. 



Examiner takes Official Notice of the following well-known teachings in the art: 
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Regarding claim 23, interleaving access among parallel groups of memory cells is well- 
known in the art as a way to hide latency and provide higher sustained bandwidth in a memory 
subsystem, and therefore it would have been obvious one of ordinary skill in the art to provide 
instructions to the CPU from one group of memory cells while another group is accessing 
subsequent instructions, in the system made obvious by the combination of Mekhiel, Goodnow 
and Sen. 

Regarding claim 25, a non-pipelined architecture is well known in the art as a low- 
complexity design, and for this reason it would have been obvious to one of ordinary skill in the 
art to utilize such an architecture for the CPU, in the system made obvious by the combination of 
Mekhiel, Goodnow and Sen. 

Regarding claim 26, a pipelined architecture comprising an instruction queue is well- 
known in the art as providing higher performance than a non-pipelined architecture, and for this 
reason it would have been obvious to one of ordinary skill in the art to utilize such an 
architecture for the CPU, in the system made obvious by the combination of Mekhiel, Goodnow 
and Sen. 



Regarding claim 29, logic for preventing simultaneous writing of the same location by 
more than one device is well-known in the art for avoiding potentially harmful contention in a 
system and to avoid writing erroneous data, therefore it would have been obvious to one of 
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ordinary skill in the art to provide this logic in the CPU, in the system made obvious by the 
combination of Mekhiel, Goodnow and Sen. 

Regarding claim 30, pre-decoding of instructions in a CPU is well known in the art in 
order to enable better scheduling and prediction of program execution, and for this reason it 
would have been obvious to one of ordinary skill in the art to provide this advanced decoding of 
instructions in the CPU, in the system made obvious by the combination of Mekhiel, Goodnow 
and Sen. 

Regarding claim 34, it is well known in the art to transfer program and data segments 
from peripheral devices including hard drives to system memory using direct memory access 
(DMA), in order to allow the CPU to continue executing instructions in parallel with the transfer 
of the data, and therefore it would have been obvious to one of ordinary skill in the art to use 
DMA to transfer data and instructions into the buffer and main memory in the system made 
obvious by the combination of Mekhiel, Goodnow and Sen. 

Regarding claim 36, it is well known in the art to manage power consumption in a 
computer system by turning off unused components of the system, and to do so would have been 
Obvious inthe system mad^bviou^by^th^combination"^ 

Further regarding claim 37, the Harvard Architecture is a well known architecture in the 
art by which the instruction and data paths are separated to include separate memories for 
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instructions and data from the main memory up through the memory hierarchy including buffers 
and caches. One advantage of the Harvard Architecture is that it allows instructions and data to 
be accessed simultaneously. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant, to split the instruction and data paths according to a Harvard Architecture 
resulting in separate instruction and data main memories and buffers, in the system made 
obvious by the combination of Mekhiel, Goodnow and Sen, in order to access instructions and 
data simultaneously. 

Claim 39 is rejected using the same rationale as for the rejection of claim 1, and further 
noting that it is well known in the art to configure a plurality of CPU's with a shared memory 
system in order to improve processing performance while allowing sharing of data among 
processors. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant, to use a plurality of CPU's, in the system made obvious by the 
combination of Mekhiel, Goodnow and Sen, in order to improve processing performance while 
sharing data among processors. 

Claims 3~8~and^40 are rej^tMusing"th^ 



12. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mekhiel (US 
6,587,920) in view of Goodnow (US 5,918,246) and Sen (Subhabrata Sen et al, "Proxy Prefix 
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Caching for Multimedia Streams," IEEE, Mar. 1999) as applied to claim 21 above, and further in 
view of Young (Cliff Young et al, "Near-optimal Intraprocedural Branch Alignment," ACM, 
1997) and Examiner's Official Notice. 

Mekhiel, Goodnow and Sen are relied upon for the teachings relative to claim 21 as 

above. 

The rationale derived from Examiner's Official Notice used in the rejection of claim 23 
above is incorporated herein for the teaching of an interleaved main memory where one group of 
memory cells provides instructions while another group is accessed, where it is further noted that 
such an interleaved memory constitutes a pipelined memory storage. 

The combination of Mekhiel, Goodnow and Sen does not teach that sequential starting 
locations of multiple branch instructions are stored in required order as determined at compile 
time as required by claim 27. 

Young teaches a compile-time code reordering of program blocks where basic blocks 
characterized by branch instructions are aligned according to an expected order of execution 
Imclrthe^ — 
pipeline penalties (Page 183, Introduction, paragraphs 1-4). Although Young treats cache 
memories and execution pipelines, it is readily apparent from Young that the same teachings 
would apply to a pipelined main memory. Young teaches using a compiler to achieve high 
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spatial locality in a code sequence with branches by storing the code in the required order of 
execution, where the result is avoidance of interrupting a pipeline fed by fetching the code 
sequence. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to store sequential starting locations of multiple branch instructions in 
required order as determined at compile-time, as taught by Young, in the system made obvious 
by the combination of Mekhiel, Goodnow and Sen, in order to avoid interruption of the pipeline 
as taught by Young. 

Response to Arguments 
13. Applicant's arguments filed 15 June 2004 with respect to the rejection of claims 1-20 
under the second paragraph of 35 USC 1 12 have been fully considered but they are not 
persuasive. 

Applicant references pages 4 and 40 and asserts that therein is presented a relative 
comparison between the access time and speed of DRAM and SRAM memories (Page 33), 
however while the referenced pages mention a DRAM, a comparison such as that asserted is not 
"found" 
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Applicant farther asserts that one of ordinary skill in the art would recognize the 
difference between DRAM and SRAM memory in the aspects of relative power usage and speed 
(Page 34). 

While Examiner agrees that one of ordinary skill in the art might select one memory 
device over another in order to increase speed or reduce power and cost, as admitted by 
Applicant, such differentiation is relative. Therefore, as recited in the claim the terms "low 
cost", "low power" and "high speed" are relative terms, where the adjectives "low" and "high" 
render these limitations indefinite for the reasons stated in the rejection above. 

For example, an acceptable cost in a first system may not be acceptable in a second 
system, and therefore in the first system the cost may be considered low, whereas in the second 
system the same cost may be considered high. Such differing systems may be for example a 
high performance scientific instrument versus a commodity consumer product. 

It is noted that the term "slower access time" which has been amended to read "greater 
access time compared to other storage areas" (Claim 1, line 9) has overcome the rejection under 
the second paragraph of 35 USC 112 because the term has been given a frame of reference in the 
claim by which to judge the relative difference, and therefore is no longer indefinite. 



14. Applicant's arguments filed 15 June 2004 with respect to the rejection of claims 1-7 and 
9-20 under the second paragraph of 35 USC 1 12 have been fally considered but they are not 
persuasive. 
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Applicant's lengthy remarks on pages 35-86 contain redundant arguments applied to a 
number of claims. Therefore, Examiner's response will address each argument in general rather 
than each instance of substantially identical arguments. 

Applicant primarily argues that the combination of Mekhiel, Goodnow and Sen does not 
teach the claimed invention because the references deal with cache memories which are by 
nature probabilistic, rather than a cacheless computer with deterministic behavior. 

In response to Applicant's arguments, the recitation "deterministic cacheless computer 
system" has not been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the purpose of 
a process or the intended use of a structure, and where the body of the claim does not depend on 
the preamble for completeness but, instead, the process steps or structural limitations are able to 
stand alone. See In reHirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 
F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 



Applicant argues that the combination of Mekhiel, Goodnow and Sen does not provide 
betterp^^ 

of prior cache systems and does not show all novel features of the present invention. 
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In response to Applicant's argument that the references fail to show the above mentioned 
features of Applicant's invention, it is noted that the features upon which Applicant relies are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26USPQ2d 1057 (Fed Cir. 1993). 

Applicant presents a number of arguments claiming unexpected results. Unexpected 
results are a type of secondary consideration that must be considered when determining 
obviousness, however such secondary considerations must be relevant to the subject matter as 
claimed. A nexus between the merits of the claimed invention and the secondary considerations 
has not been established for the reasons given above, that is the preamble is generally not given 
patentable weight, and limitations from the specification are not read into the claims. See MPEP 
§ 716.01(b). 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
-generaHy-availabletoone -ofordinary-skilHn-the-a^ 

USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, motivation to combine the references has been provided as restated in the 
rejections above: 
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a. The motivation to combine Goodnow with Mekhiel is "in order to avoid CPU stalls 
caused by program branching as taught by Goodnow." 

b. A second motivation to combine Goodnow with Mekhiel is "in order to enable maximum 
processing efficiency by approaching a 100% hit rate as taught by Goodnow." 

c. The motivation to combine Sen with Mekhiel and Goodnow is "in order to conserve 
space in the cache as taught be Sen." 

In response to applicant's argument that the combination of references would be 
inoperable, the test for obviousness is not whether the features of a secondary reference may be 
bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the test is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. See In re Keller, 642 F.2d413, 208 USPQ 871 (CCPA 1981). 

In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper Hindsight reasoning, it must" be recogniz^"that"aii3rjudgment-on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
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applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA1971). 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John M Ross whose telephone number is (571) 272-4212. The 
examiner can normally be reached on M-F 8:00 AM - 4:30 PM. 

Ifattempts"to - reach~the"exam 
supervisor, Mano Padmanabhan can be reached on (571) 272-4210. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/047,234 



Page 25 



Art Unit: 2188 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




JMR 




MANO PADMANABHAN 
SUPERVISORY PATENT EXAMINED 



